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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 .1 14 was filed in this 
application after a decision by the Board of Patent Appeals and Interferences, but 
before the filing of a Notice of Appeal to the Court of Appeals for the Federal Circuit or 
the commencement of a civil action. Since this application is eligible for continued 
examination under 37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the appeal has been withdrawn pursuant to 37 CFR 1.114 and prosecution 
in this application has been reopened pursuant to 37 CFR 1.114. Applicant's 
submission filed on September 18, 2008 has been entered. 

Claim Objections 

2. Claims 57-67 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Specifically, 
claims 57-67 fail to further limit the structure of claim 41 and attempts to define the 
structure by method limitations, which is an improper dependent claim. If the applicant 
wishes to claim the method of manufacturing the cable, then he/she should rewrite the 
claim in independent form. However, the applicant should keep in mind that such 
claims may be subject to Election/Restriction requirements. 



Application/Control Number: 10/613,433 Page 3 

Art Unit: 2831 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 41-43, 46-48, 50, 53-54, and 57-67 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Chan et al (Pat Num 5,486,648, herein referred to as Chan) in 
view of Goehlich (Pat Num 6,784,371 ). Chan discloses a dry water resistant coaxial 
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cable (Figs 1-8), which provides improved protection against the migration of water (Col 
1 , lines 5-1 6). With respect to claim 41 , Chan discloses a cable (Fig 3) comprising a 
metal core conductor element (1 ), a dielectric element (2-4) around the core conductor 
(1) which is based on three layers, comprising a first layer (2) comprising a polymer and 
applied to the conductor (1 ) as an uniform layer (Col 5, lines 17-26), a second layer (3) 
comprising a cellular expansion polymer (i.e. XLPE) on the first layer (2, Col 5, lines 15- 
25), wherein the cellular expansion polymer is a low dielectric coefficient polymer (i.e. 
XLPE, Col 5, lines 15-25) and a third layer (4) comprising a reinforcement layer on the 
second layer (3, Col 5, lines 15-25), wherein the first layer and the third layer (2 & 4) 
may comprise a material such as (i.e. XLPE, low density polyethylene, Col 4, lines 19- 
25), which have the same characteristics (i.e. the first and third layer may be the same 
material XLPE), a second external conductor (6) surrounding the dielectric element (6), 
a second conductor element (5a) on the second external conductor (6) comprising a 
water penetration protective element (i.e. swellable yarn) capable of keeping the cable 
(Fig 3) dry (Col 1 , lines 5-16), wherein the water penetration protective element (5a) 
may comprise a swellable tape (5d as shown in Fig 8), which is helically wound on the 
second conductor (6, Fig 8).and a protective cover (7) surrounding the second 
conductor element (5a, Col 5, lines 36-46). With respect to claim 42, Chan disclose that 
the metal core conductor (1 ) may be made of copper or aluminum (Col 5, lines 1 1 -1 3). 
With respect to claim 43, Chan discloses that the first layer and the third layer (2 & 4) 
may comprise a material such as (i.e. XLPE, low density polyethylene, Col 4, lines 19- 
25), wherein the layers are thin, continuous and homogeneous (Col 4, lines 19-25). 



Application/Control Number: 10/613,433 Page 5 

Art Unit: 2831 

With respect to claim 46, Chan discloses that the second external conductor (6) may be 
made of copper and aluminum (Col 5, lines 28-30). With respect to claim 47, Chan 
discloses that the water penetration protective element (5a) may comprise water 
swellable fibers, such as polyester (Col 3, lines 64-67). With respect to claim 48, Chan 
discloses that the protective cover (7) may be made of low and medium density 
polyethyelene (Col 5, lines 36-40). With respect to claim 53, Chan discloses that the 
water penetration protective element (5a) has an absorption speed (Col 4, lines 14-18). 
With respect to claim 54, Chan discloses that the protective cover (7) may be a medium 
density polyethylene (i.e. polyethylene is black in color, Col 5, lines 36-40), wherein the 
protective cover (7) has an outside diameter (Fig 2). With respect to claims 57-67, 
Chan discloses a cable (Fig 3) comprising a metal core conductor element (1), a 
dielectric element (2-4) around the core conductor (1) which is based on three layers, 
comprising a first layer (2) comprising a polymer and applied to the conductor (1) as an 
uniform layer (Col 5, lines 17-26), a second layer (3) comprising a cellular expansion 
polymer (i.e. XLPE) on the first layer (2, Col 5, lines 15-25), wherein the cellular 
expansion polymer is a low dielectric coefficient polymer (i.e. XLPE, Col 5, lines 15-25) 
and a third layer (4) comprising a reinforcement layer on the second layer (3, Col 5, 
lines 15-25), wherein the first layer and the third layer (2 & 4) may comprise a material 
such as (i.e. XLPE, low density polyethylene, Col 4, lines 19-25), which have the same 
characteristics (i.e. the first and third layer may be the same material XLPE), a second 
external conductor (6) surrounding the dielectric element (6), a second conductor 
element (5a) on the second external conductor (6) comprising a water penetration 
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protective element (i.e. swellable yarn) capable of keeping the cable (Fig 3) dry (Col 1 , 
lines 5-16), wherein the water penetration protective element (5a) may comprise a 
swellable tape (5d as shown in Fig 8), which is helically wound on the second conductor 
(6, Fig 8). and a protective cover (7) surrounding the second conductor element (5a, Col 
5, lines 36-46). 

However, Chan doesn't necessarily disclose the first layer comprising an 
adhesive (claim 41), nor the adhesive being selected from the group consisting of vinyl 
adhesive, acrylic adhesive, and combination thereof (claim 43), nor the adhesive being 
selected from the group consisting of ethylene acrylate acid, ethylene vinyl acid, and 
combinations thereof (claim 50), nor the absorption speed being 15ml/g per minute and 
absorption capacity of more than 30ml/g (claim 53). 

Goehlich teaches a cable (Figs 1-4) comprising a cable core being surrounded 
by a plurality of insulating layers which overcomes the shortcoming of the prior art 
cables by preventing water intrusion resulting from a damage outer sheath to travel 
longitudinally thereby eliminating the possibility of the internal components (Col 1, lines 
1-6 & 28-37). Specifically, with respect to claim 41, Goehlich teaches a cable (Fig 1) 
comprising a cable core (1), which is surrounded by a plurality of insulation layers (5a & 
5b), wherein the insulation layers (5a & 5b) are formed as thin film layers (Col 7, lines 
22-34), and comprise an adhesive component (Col 5, lines 8-20). With respect to 
claims 43 & 50, Goehlich teaches that the adhesive component may be selected from 
ethylene acrylate acid (Col 5, lines 8-20). 
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With respect to claims 41 , 43, & 50, it would have been obvious to one having 
ordinary skill in the art of cables at the time the invention was made to modify the 
insulation layers of Chan to comprise the adhesive component configuration as taught 
by Goehlich because Goehlich teaches that such a configuration overcomes the 
shortcoming of the prior art cables by preventing water intrusion resulting from a 
damage outer sheath to travel longitudinally thereby eliminating the possibility of the 
internal components (Col 1, lines 1-6 & 28-37). 

With respect to claim 53, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to the cable of modified Chan to comprise 
the absorption speed being 15ml/g per minute and absorption capacity of more than 
30ml/g, since it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in 
the art. In re Aller, 105 USPQ 233. 

With respect to specific method limitations of claims 57-67, it has been held that 
the presence of process limitations in product claims, in which the product doesn't 
otherwise patentably distinguish over the prior art, cannot impart patentability to that 
product. 

6. Claims 44-45, 49, 51-52, and 55-56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chan (Pat Num 5,486,648) in view of Goehlich (Pat Num 6,784,371 , 
herein referred to as modified Chan), as applied to claims 41 & 48 above, further in view 
of Belli et al (Pat Num 6,455,769, herein referred to as Belli). Modified Chan discloses a 
dry water resistant coaxial cable (Figs 1-8, see Chan reference), which provides 
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improved protection against the migration of water (Col 1 , lines 5-16). Specifically, with 
respect to claim 44, modified Chan discloses that the second layer (3) may be made of 
low-density polyethylene. With respect to claim 51 , modified Chan discloses that the 
second conductor element (3) is applied onto the core conductor (1) and is capable of 
providing a better water tightness to the swellable dielectric element (5a) and superficial 
appearance (Col 4, lines 19-35). With respect to claim 52, modified Chan discloses that 
the second external conductor (6) may be made of aluminum or copper (Col 5, lines 28- 
30). With respect to claim 56, modified Chan discloses a third layer (4) comprising a 
reinforcement layer on the second layer (3, Col 5, lines 15-25), wherein the first layer 
and the third layer (2 & 4) may comprise a material such as (i.e. XLPE, low density 
polyethylene, Col 4, lines 19-25), which have the same characteristics (i.e. the first and 
third layer may be the same material XLPE). 

Modified Chan doesn't necessarily disclose the second layer comprising a 
swelling agent (claim 44), nor the swelling agent being selected from the group 
consisting of azodicarbonamide, p-toluene, sulphonyl hydrazide, 5-phynyl tetrazol and 
combinations, thereof (claim 45), nor the diameter of the second layer being 1 3.0mm + 
0.10mm (claim 51), nor the outer conductor being a material formed as a cylindrical pipe 
which can be longitudinally welded, extruded, or the edges overlapped having an 
external conductor thickness of at least 0.34mm and a diameter of 1 3.7mm + 0.1 0mm 
(claim 52), nor the diameter of the protective cover being 15.5mm + 0.10mm with about 
0.67mm + 0.02mm thickness (claim 55), nor the cable comprising an antioxidants (claim 
77). 
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Belli teaches a cable (Fig 1) comprising a cable core which overcomes the 
shortcomings of the prior art cables by effectively addressing both the problem of 
avoiding penetration and propagation of moisture and/or water inside the cable core, the 
problem of possible deformations or breakages of the metallic shield due to cable 
thermal cycles, while maintaining a proper electrical contact between the metal shield 
and the cable core (Cols 2-3, lines 65-68 & 1-4). Specifically, with respect to claim 44, 
Belli teaches a cable (Fig 1) comprising a cable core (1), a plurality of insulation layers 
(2-4), a metallic shielding layer (6) and an outer jacket layer (7), wherein the second 
insulation layer (3) may contain an expanding agent (Col 7, lines 1-4). With respect to 
claim 45, Belli teaches that the second insulation layer (3) may comprise a swelling 
agent which may be azodicarbonamide, or p-toluene, sulphonyl hydrazide (Col 7, lines 
5-1 0). With respect to claim 51 , Belli teaches that the diameter of the insulation layers 
may be 14mm (Col 9, line 54). With respect to claim 52, Belli teaches that the outer 
conductor (6) may be a material formed as a cylindrical pipe (i.e. metallic tube) which 
can be longitudinally welded or the edges overlapped Col 4, lines 55-60), wherein the 
shield (6) may have an external conductor thickness of at least 0.2mm and a diameter 
of 14.2mm (Col 10, lines 12-15). With respect to claim 55, Belli teaches that the cable 
(Fig 1) has a diameter (Fig 2). With respect to claim 56, Belli teaches that the insulation 
layers (2-5) of the cable (Fig 1) may comprise an antioxidant (in Irganox (Col 10, lines 
60-65). 

With respect to claims 44-45 and 56, it would have been obvious to one having 
ordinary skill in the art of cables at the time the invention was made to modify the cable 
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of modified Chan to comprise the a swellable agent configuration as taught by Belli 
because Belli teaches that such a configuration overcomes the shortcomings of the 
prior art cables by effectively addressing both the problem of avoiding penetration and 
propagation of moisture and/or water inside the cable core, the problem of possible 
deformations or breakages of the metallic shield due to cable thermal cycles, while 
maintaining a proper electrical contact between the metal shield and the cable core 
(Cols 2-3, lines 65-68 & 1-4). 

With respect to claims 51-52 & 55, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to the cable of modified Chan 
to comprise the diameter of the second layer to be 13.0mm + 0.10mm, the outer 
conductor to have an thickness of at least 0.34 mm and a diameter of 1 3.7mm + 
0.10mm and the protective cover to have an thickness 15.5 mm + 0.10 mm with about 
0.67mm + 0.02 mm, since it has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Response to Arguments 

7. Applicant's arguments filed September 18, 2008 have been fully considered but 
they are not persuasive. Specifically, the applicant argues the following: 

A) The examiner has failed to establish a proper prima facie case of 

obviousness, because there are no references in the prior art that taken 
individually or together disclose all of the elements of the present 
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invention, motivate, or suggest the present invention or provide 
reasonable expectation of success. 

B) There is no disclosure or suggestion in Chan to utilize adhesives and 
other layers such as second external conductor and second conductor of 
the present invention and the examiner has not shown any prior art that 
provides motivation or suggestion to incorporate the adhesive in Chan. 

C) There is no motivation or suggestion in the prior art to combine the Chan 
and Goehlich references to arrive at the presently claimed invention 
because one would not have been able to do so with a reasonable 
expectation that the cable of Chan will function effectively without 
significantly affecting the other components contained therein. 

D) There is no motivation or suggestion in the prior art to combine the Chan, 
Goehlich, and Belli references to arrive at the presently claimed invention. 

E) The cited art fails to provide a proper motivation or suggestion because 
the invention contains elements nowhere found or suggested in the prior 
art. 

F) The cited art fails to address the problem with which the presently claimed 
invention is concerned. 

G) The examiner has chosen to improperly ignore the Appellant's limitation in 
the presently claimed process. 
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H) The examiner has engaged in improper hindsight, specifically, improperly 
utilized the Appellant's own teaching to construct the obviousness 
rejection. 

I) Belli teaches away from the claimed invention and therefore fails to 
provide a proper motivation for combining with modified Chan. 

With respect to arguments A & B, the examiner respectfully traverses. Firstly, it 
has been held that one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). Clearly, the examiner has conceded that Chan 
doesn't disclose the first layer comprising an adhesive, specifically, an adhesive being 
selected from the group consisting of vinyl adhesive, acrylic adhesive, and combination 
thereof or ethylene acrylate acid, ethylene vinyl acid, and combinations thereof having 
an absorption speed being 15ml/g per minute and absorption capacity of more than 
30ml/g. The examiner also recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Goehlich teaches 
a cable (Figs 1-4) comprising a cable core being surrounded by a plurality of insulating 
layers which overcomes the shortcoming of the prior art cables by preventing water 



Application/Control Number: 10/613,433 Page 13 

Art Unit: 2831 

intrusion resulting from a damage outer sheath to travel longitudinally thereby 
eliminating the possibility of the internal components (Col 1, lines 1-6 & 28-37). Based 
on the teaching of Goehlich, there clearly exists a motivation to modify Chan with the 
adhesives of Goehlich, since Chan is also concerned with preventing against the 
migration of water (Col 1, lines 5-16). Thirdly, all of the claimed subject matter is 
disclosed in the combination of Chan and Goehlich. The MPEP clearly states that 

ESTABLISHING A PRIMA FACIE CASE OF OBVIOUSNESS 

To establish a prima facie case of obviousness, three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference teachings. Second, there must be 
a reasonable expectation of success. Finally, the prior art reference (or references when combined) must 
teach or suggest all the claim limitations. The teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art, and not based on applicant's 
disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP § 2143 - § 2143.03 for 
decisions pertinent to each of these criteria. 

As explained above, there clearly exist a motivation to combine the teaching of Chan 
and Goehlich as detailed above, because both are analogous art (data cables) and are 
concerned with the same problem solving area (prevention of water migration). 
Secondly, there exists a reasonable amount of expectation of success, since they both 
are data cable concerned with prevention of water migration. Thirdly, all of the claimed 
limitations are taught in the combination of the reference, and therefore a proper prima 
facie case of obviousness has been established. 
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The appellant also argues that none of the patents cited are analogous art, as an 
argument for supporting arguments A & B. The examiner respectfully traverses this 
argument also. The MPEP is clear what constitutes analogous art. Specifically, the 
MPEP 2141.01 states: 

TO RELY ON A REFERENCE UNDER 35 U.S.C. 103, IT MUST BE 
ANALOGOUS PRIOR ART 

The examiner must determine what is "analogous prior art" for the purpose of analyzing 
the obviousness of the subject matter at issue. " In order to rely on a reference as a basis 
for rejection of an applicant's invention, the reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with 
which the inventor was concerned ." In re Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 
1443, 1445 (Fed. Cir. 1992). See also In re Deminski, 796 F.2d 436, 230 USPQ 313 
(Fed. Cir. 1986); In re Clay, 966 F.2d 656, 659, 23 USPQ2d 1058, 1060-61 (Fed. 
Cir. 1992) ("A reference is reasonably pertinent if, even though it may be in a different 
field from that of the inventor's endeavor, it is one which, because of the matter with 
which it deals, logically would have commended itself to an inventor's attention in 
considering his problem."); Wang Laboratories Inc. v. Toshiba Corp., 993 F.2d 858, 
26 USPQ2d 1767 (Fed. Cir. 1993); and State Contracting & Eng 'g Corp. v. 
Condotte America, Inc., 346 F.3d 1057, 1069, 68 USPQ2d 1481, 1490 (Fed. Cir. 
2003) (where the general scope of a reference is outside the pertinent field of endeavor, 
the reference may be considered analogous art if subject matter disclosed therein is 
relevant to the particular problem with which the inventor is involved). 

Clearly, all of the cited references disclose that the cable may be utilized as a power 
cables or communication cables, which is in the same field of endeavor as appellant's 
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(see Appellant's Background of Invention section, Pages 1-2). Specifically, Chan 
discloses in Column 1, lines 5-8, 



This fswstiaB rsisaes to tSecsicsl pcwsr casks whklt 
iave c onewa ne s«jtr«i wires (CN wires) sppiicd adkaliy 
over shfi cafcle core as a r&Ks&c ground ^ieki wMdi ss tfcas 
covered &>- »?.-o:,-cu--r pt^ytiKrlc scfc^Moie partscalsrry, 

Goehlich discloses in Column 3, lines 20-22, 

Sach cable aooordbg ss the preseci Isvrosfos, fes 
t t u f 4 - t iU er _ ] l 



Secondly, all of the cited references are concerned with the same problem solving area 
as the appellant's which is to prevent the entry of water into the cable which can cause 
the cable to fail (see Appellant's Background of Invention section, Pages 1-2). 

Specifically, Chan discloses in Column 1, lines 8-15, 

com:: J :i a jjroactive ncris. iAc. Mseb pan ; -Ssil.v, 
tSse icverJilti tsims e aa ispiovsc pj<saec?fea sgsinsi .... 
ffiJpKiaiS of *s&t is Sadn pw K csblss by providing 
salable cos&aama, elongated wsre; s-wsMsto denssss, 
Kicii u y*2J, fBaasesa. sirar.es or strips is ceo as w:a shs 
CN wires and so deposed O-reMoa to ssid CN «Lfts ti » 
teeek - p ts&ags oi k a sr Use csMe the lengits- , , 



Goehlich discloses in Column 1, lines 18-27, 

h i^th ' ;stbls ss-fiditiorss 4*t; .„»:[• 1 iich Pib*»s«s 
§£kc v^ateT inside* fihtc-u^t the p^idav; dami^d sii!:.^ 

' * v * J.V ">? - SSI DC 

s&eatis snd eutw v r ,-.; i3w h u longiraasas] direciios 23 

t*esiica *fte.fc * c 1 actios 5sas Sse 

Kstei of sse psitsai deansgs cE Ebc caSK sbcath and 
nLccara s ai.2s' -i i j - 3ses "™ 5 This jelvieUoe 
tmt^chIsiiV Sjid:e^5cs '.hrss prcc'iims hz ctgci 'g iirsi' darn- 

■asset are** sad » ssrease Sm nseassre o«st »cror«cy saeS 
_ , me " .'6 ;sb& 



To be considered analogous art only one of the two guidelines have to exist, however in 
this case both guidelines exist to establish that Chan and Goehlich are analogous art. 
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In light of the above comments, the examiner willfully submits that the 35 USC 1 03(a) 
rejection is proper and just. 

With respect to argument C, the examiner respectfully traverses. The test for 
obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

With respect to arguments D & I, the examiner respectfully traverses. It should 
be stated that modified Chan teaches all except the second layer comprising a swelling 
agent (claim 14), nor the swelling agent being selected from the group consisting of 
azodicarbonamide, p-toluene, sulphonyl hydrazide, 5-phynyl tetrazol and combinations, 
thereof (claim 15), nor the diameter of the second layer being 13.0mm + 0.10mm (claim 
21), nor the outer conductor being a material formed as a cylindrical pipe which can be 
longitudinally welded, extruded, or the edges overlapped having an external conductor 
thickness of at least 0.34mm and a diameter of 1 3.7mm + 0.1 0mm (claim 22), nor the 
diameter of the protective cover being 1 5.5mm + 0.1 0mm with about 0.67mm + 0.02mm 
thickness (claim 26), nor the cable comprising an antioxidants (claim 27). Belli is only 
relied on for it's teaching of utilizing a specific adhesive for providing a waterproof cable. 
Specifically, the examiner recognizes that Belli teaches the usage of filler materials, 
which is completely opposite of what the appellant is claiming. However, it has been 
held that patents are relevant for all they disclose. Specifically, 
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"The use of patents as references is not limited to what the patentees describe 

as their own inventions or to the problems with which they are concerned. They are pad of the literature of the art, 
relevant for all they contain." In re Heck, 699 F.2d 1331 , 1332- 33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting 
In re Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1 968))." 



The courts have been consistent that a reference may be relied upon for all that it would 
have reasonably suggested to one having ordinary skill the art, including non-preferred 
embodiments. See Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 
1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See also Celeritas Technologies 
Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361 , 47 USPQ2d 1516, 1522-23 
(Fed. Cir. 1998) (The court held that the prior art anticipated the claims even though it 
taught away from the claimed invention. "The fact that a modem with a single carrier 
data signal is shown to be less than optimal does not vitiate the fact that it is disclosed"). 

In this case, Belli is only disclose for it's telling of various materials known and 
being utilized in the cables, when preventing water penetration is an objective. Given 
the above stated guidelines, the examiner is proper to rely on Belli for it's teaching of 
the various materials and the dimension of such layers and that the 35 USC 103(a) 
utilizing Belli is proper and just. Belli, also is analogous art. Specifically, 

Belli discloses in Col 1, lines 12-15, 
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Belli discloses in Col 1, lines 12-15, 
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Based on the above comments, it would have been obvious to one having 
ordinary skill in the art of cables at the time the invention was made to modify the cable 
of modified Chan to comprise the a swellable agent and various insulation material 
configuration as taught by Belli because Belli teaches that such a configuration 
overcomes the shortcomings of the prior art cables by effectively addressing both the 
problem of avoiding penetration and propagation of moisture and/or water inside the 
cable core, the problem of possible deformations or breakages of the metallic shield due 
to cable thermal cycles, while maintaining a proper electrical contact between the metal 
shield and the cable core (Cols 2-3, lines 65-68 & 1-4). 

With respect to arguments E & F, the examiner respectfully traverses. It has 
been established above, that there exist a proper motivation for combining the 
references, (see rebuttals to arguments A-E ) and that the 35 USC 103(a) rejections 
are proper and just and that all claimed elements have been addressed. Secondly, it 
has also been established that the claimed invention and the prior art cited, all disclose 
the same problem solving area, which is to prevent water penetration into a cable. 
While the prior art may not disclose all of the problem solving areas of the appellant, it 
doesn't have to. Specifically, it has been held that the fact that appellant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
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1985). Therefore, the examiner willfully submits that the 35 USC 103(a) rejections are 
proper and just. 

With respect to argument G, the examiner respectfully traverses. Firstly, it has 
been held that process limitations, recited in a product claim, doesn't add any additional 
structure because it has been held that the presence of process limitations in product 
claims, in which the product doesn't otherwise patentably distinguish over the prior art, 
cannot impart patentability to that product. As long as the product of the prior art, is 
capable of being made by that process, that particular claim limitation is met. Secondly, 
as stated above, with respect to claim 22, Belli teaches that the outer conductor (6) may 
be a material formed as a cylindrical pipe (i.e. metallic tube) which can be longitudinally 
welded or the edges overlapped Col 4, lines 55-60), wherein the shield (6) may have an 
external conductor thickness of at least 0.2mm and a diameter of 14.2mm (Col 10, lines 
12-15). Therefore, the examiner willfully submits that the 35 USC 103(a) rejection of 
claims 22-23 is proper and just. 

With respect to argument H, the examiner respectfully traverses. It must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the appellant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Lastly, the Board Of Patent Appeals, has stated the following: 
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CONCLUSION OF LAW 
The Examiner has established the obviousness of claims 1 1 to 27. 

ORDER 

The obviousness rejections of claims 11 to 27 are affirmed. 

Any arguments, based on there findings, should have been addressed to the Board of 
Patent Appeals, during an appeal, as the examiner is not at liberty to state any findings 
of the Board except there rationale and confirmation of the 35 USC 103(a) rejections. 

Conclusion 

8. This action is non-final. 

Communication 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Mayo III whose telephone number is (571)- 
272-1978. The examiner can normally be reached on M-F 8:30am-6:00 pm (alternate 
Fridays off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245 or (571) 272-2800 
ext 31 . The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/William H. Mayo III/ 



WHM III 

September 22, 2008 



William H. Mayo III 
Primary Examiner 
Art Unit 2831 



